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Shvets et al. 
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Ralph Gitomer 



Art Unit 

1623 




— The MAILING DA TE of this communication appears on the cover sheet with the correspondence address 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 7_ 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) (xl Responsive to communication(s) filed on Dec 29, 2000 . 

2a) □ This action is FINAL. 2b) |xl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1-108 is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) D Claim(s) 

6) D Claim(s) 

7) D Claim(s) 



is/are allowed, 
is/are rejected, 
is/are objected to. 



8) 53 Claims 1-108 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) Q Information Disclosure Statement(s) (PTO-1449) Paper No(s). 



18} O Interview Summary (PTO-413) Paper No(s). 

1 9) CD Notice of Informal Patent Application (PTO-1 52) 
20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 
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Art Unit 1623 

Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 

I. Claims 1-64, drawn to a biological assay, classified in 
class 435, subclass 4. 

II. Claims 65-108, drawn to a biochip, classified in class 
422, subclass 50, also 435/288.5 and 257/3. 

The inventions are distinct, each from the other because: 

Inventions I and II are related as process and apparatus for 
its practice. The inventions are distinct if it can be shown 
that either: (1) the process as claimed can be practiced by 
another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and 
materially different process. (MPEP § 806.05(e)). In this case 
the method could be practiced with other apparatus. 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification, restriction for examination 
purposes as indicated is proper. 



Applicant is advised that the reply to this requirement to 
be complete must include an election of the invention to be 
examined even though the requirement be traversed (37 CFR 1.143) 
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Applicant is reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a petition under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17 (i) . 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Ralph 
Gitomer whose telephone number is (703) 308-0732. The examiner 
can normally be reached on Tuesday-Friday from 8:00 am - 5:00 pm. 
The examiner can also be reached on alternate Mondays. If 
attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Gary Geist can be reached on (703) 308- 
1701. The fax phone number for this Art Unit is (703) 308-4556. 
Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose 
telephone number is (703) 308-1234. For 24 hour access to patent 
application information 7 days per week, or for filing 
applications electronically, please visit our website at 
www.uspto.gov and click on the button ^Patent Electronic Business 
Center^ for more information. 

Ralph Gitomer 
Primary Examiner 
Group 1623 

RALPH GITOMER 
PRIMARY EXAMINER 
GROUP 1200 
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Applicant 
Appl . No. 
Filed: 
For: 



BOX MISSING PARTS 

PATENT 
1817-0105P 



IN THE U.S. PATENT AND TRADEMARK OFFICE 



SHVETS, et al . 
09/750,348 
December 29, 2000 
BIOLOGICAL ASSAYS 



Conf , 



Group : 



Unknown 



Unknown 



Exami ne r : UNKNOWN 



THIS IS NOT A NEW PATENT APPLICATION 

LETTER SUBMITTING DOCUMENTS 
FOR COMPLETION OF AN APPLICATION 
PURSUANT TO 37 C.F.R. § 1.53(f) and/or § 1.53(d) 



BOX MISSING PARTS 

Assistant Commissioner for Patents 
Washington, DC 20231 

Sir: 



March 22, 2001 



The application papers for the above-identified application 
were originally filed on December 29, 2000 and the application was 
assigned Appl. No. 09/750,348. 

DOCUMENTATION 

[>3 Under the provisions of 37 C.F.R. §§ 1.41(c) and 1.53(f), 
attached hereto is the executed Declaration of the inventor (s) 
(^ original Q photocopy) , necessary for completing the 
filing requirements in connection with the above- identified 
application. 

□ Under the provisions of 37 C.F.R. §§ 1.41(c) and 1.53(f), 
attached hereto is the executed Declaration that was attached 
to the specification at the time of execution. The attached 
specification is a true copy of the specification that was 
filed in the U.S. Patent and Trademark office on December 29, 



6 



0 



Appl. No. 09/750,348 

2000, including any amendments thereto (if applicable) filed 
on even date therewith. 
^ The undersigned hereby declares that "Attorney Docket No. 
1817-0105P on page 1 of the attached inventors' Declaration, 
corresponds to Appl. No. 09/750,348, filed December 29, 2000, 
entitled "BIOLOGICAL ASSAYS." 

I I Attached are ( ) sheet (s) of formal drawings. 

I | Attached is a copy of the Notice to File Missing Parts of 
Nonprovisional Application . 

I | Attached is an English language translation of the above- 
identified application that was filed in a foreign language. 
I I See the attached Translator's Verification; or 
I I The undersigned states that the English translation 
attached hereto is a true and correct translation of the 
application as originally filed in a foreign language. 

1X1 Applicant claims small entity status under 37 C.F.R. § 1.27. 

1^1 Submitted concurrently herewith under separate cover for 

recording is an Assignment. 
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FEES 



The Government Filing Surcharge (s) (37 C.F.R. § 1.16(e) and/or 
§ 2.27 (k) ) and the basic Government Filing Fee(s) (37 C.F.R. 
§ 2 . 16 (a) - (d) , if applicable) is/are attached hereto and calculated 
as follows: 

□ Basic Filing Fee(s): $0.00 (37 C.F.R. § 1 . 16 (a) - (d) ) 
£3 The Government Filing Surcharge under 35 U.S.C. 

§ 1.16(e)) for late filing of filing fee, oath and/or 

declaration : 

□ Large Entity - $130.00 
13 Small Entity - $ 65.00) 

|~1 The Government Filing Surcharge under 3 7 C.F.R. 
§ 1.17 (k) ) for filing of translation of non-English 
Specification in the amount of $130.00: 



filing of the application on 
I | is attached hereto. 

UZ\ No extension fee is required because the undersigned has not 
yet received the Notice to File Missing Parts of 
Nonprovisional Application. However, if for some reason it is 
determined that an extension of time is necessary, applicant 
hereby respectfully petitions for an extension of time for the 
filing of the present paper in accordance with the provisions 
of 37 C.F.R. § 1.136 and 37 C.F.R. § 1.17. 

I I Applicant hereby respectfully petitions for a ( ) 

month (s) extension of time for the filing of the present paper 
in accordance with the provisions of 37 C.F.R. § 1.136 and 37 
C.F.R. § 1.17. The required fee of $0.00 is attached hereto. 



I I was previously paid for concurrent 



ly with the 
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|^| A check in the amount of $65.00 to cover the basic filing 
fee(s), surcharge fee(s), and any extension of time fees (if 
applicable) is enclosed. 

I I Please charge Deposit Account No. 02-2448 in the amount of 
$0.00. A triplicate copy of this transmittal form is enclosed. 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fee 
required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension 
of time fees. 



Respectfully submitted, 



BIRCH, STEWART, KOLAS CH & BIRCH, LLP 




JAKrkja 
1817-0105P 



P.O. Box 74 7 

Falls Church, VA 22040-0747 
(703) 205-8000 



Attachments 



(Rev. 01/22/01) 
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